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| NTRODUCTI ON AND BACKGROUND

At issue in this ex parte appeal are the Tradenmark
Exam ning Attorney’s final refusal to register applicant’s
mar k SMARTSCREEN on the ground of nere descriptiveness
under Trademark Act Section 2(e)(1l), and her final
requi renent for an acceptable identification of goods.

Specifically with respect to the identification of goods
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i ssue, the Trademark Exam ning Attorney contends that the
original identification of goods in the application is
unacceptable as indefinite, and that applicant’s proposed
anendnents to the identification of goods are beyond the
scope of the original identification of goods.

The appeal is fully briefed. Applicant requested an
oral hearing but then withdrew the request, and no oral
hearing was held. The facts are as foll ows.

On April 25, 2002, applicant filed an application to
regi ster the mark SMARTSCREEN (in standard character form
for goods identified in the original application as
“conponents for nonitor and control of material screening

and separating apparatus” in International Cass 7.1

! Serial No. 76400174. The application was based on Section 44,
15 U.S.C. 81126. Applicant has registered the mark in G eat
Britain, Registration No. 2292768, and clains a Section 44
priority date of February 15, 2002. The goods identified in the
Great Britain registration are as foll ows:

Cass 07 — crushing and nmaterial filtering machi nes and nachi ne
tools; notors and engi nes (except for land vehicles); nachine
coupling and transm ssion conponents (except for |and
vehi cl es); agricultural inplenents other than hand- operat ed;
conponents for nonitoring and controlling naterial filtering
and separating apparatus; control apparatus and installations
for engines, industrial nmachines, machine tools and notors;
conveyors; conveyors for controlling the novenent of articles;
mat eri al s handl i ng conveyors; adjustable hei ght product

di scharge conveyors; cassette style hopper conveyors;

i ndustrial conveyors; machi nes and apparatus for crushing; grid
decks; finger decks; mesh decks; perforated plate decks; wear

pl ates for machi nes; perforated plates being parts of machines
for sorting materials; patented casting plates; w ng extension
pl ates; nobile machi nes adapted to operate by renote control;
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I n an August 26, 2002 first Ofice action, the
Trademar k Exam ni ng Attorney contended, in pertinent part,
that the mark is nerely descriptive of the identified goods
and thus is unregistrable under Trademark Act Section
2(e)(1), and that the identification of goods was
unacceptabl e as indefinite. The Trademark Exam ning
Attorney suggested that applicant anend the identification
of goods, if accurate, to “electric controllers that
monitor and control vibratory screen separators,” and that
t he goods, as anended, be reclassified in International
G ass 9.

In its February 26, 2003 response to the first Ofice
action, applicant traversed the Section 2(e)(1) refusal,
but did not traverse the finding that the identification of
goods was unacceptably indefinite. Instead, applicant
proposed to anend the identification of goods to include

goods in both ass 7 and Class 9, as follows:?

Cass 11 — apparatus for lighting and heating; hal ogen work
lights; halogen lanps; installations for lighting incorporating
hal ogen heating devices; and

G ass 12 — vehicles; apparatus for |oconotion by land, air or
wat er; aerial conveyors; conveyor installations; self-propelled
track nmounted conveyors; renote controlled vehicles; engines
for land vehicles; starting devices for engines of |and
vehi cl es.

2 Applicant paid the proper fee for the additional class.
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Class 7 — machi ne conponents for use in a
materi al screening and separating machi ne, namnely,
conponent parts of nobile and non-nobile materi al
separ ator nmachi nes adapted to be nonitored or
operated by |local or renote control, including
val ves, punps, sensors, notors, hydraulic parts,
drive tracks, track mounts, wheels, wheeled
bogi es, brakes, screen boxes, shredders, diesel
engi nes, fuel delivery systens, exhaust systens,
vi brating grids, chutes, hoppers, ignition parts,
casting plates, tipping grids, tenperature
sensors, propul sion units, conveyors, and bundl ed
or integrated systens of conponents for use in
sanme; and

Class 9 — electronic technology for renote or
| ocal nmonitor and control of material filter and
separ ator nmachi nes; el ectronic technol ogy for
radi o or manual control of material screening and
separ at or machi nes.

In her first final Ofice action, issued July 8, 2003,
t he Trademar k Exam ning Attorney made final the nere
descriptiveness refusal under Trademark Act Section
2(e)(1), and also nmade final her requirenment for an
acceptable identification of goods. Specifically, the
Trademar k Exam ni ng Attorney found nmany of the terns
appearing in applicant’s proposed anended identification of
goods to be unacceptably indefinite. She then suggested
that “[t]he applicant may adopt the foll ow ng
identification of goods in International Cass 7, if
accurate” (enphasis in original):

Machi ne conponents for use in a material screening

and separating nmachi nes, nanely, conponent parts
of nobile and non-nobile material separator
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machi nes adapted to be nonitored or operated by

| ocal or renote control, nanely, valves, punps,
sensors, notors, hydraulic parts, nanely,
[identify each hydraulic part by common conmerci al
nanme], drive tracks, track mounts, wheels, wheel ed
bogi es, brakes, screen boxes, shredders, diesel
engi nes, fuel delivery systens, exhaust systens
consisting primarily of [indicate primary
conponents], vibrating grids, chutes, hoppers,
ignition parts, nanely, [identify each by conmon
commercial nane], casting plates, tipping grids,
propul sion units, nanely, [identify by common
commerci al nane], conveyors, and bundl ed or

i ntegrated systens of conponents for use in sane
and consisting primarily of [indicate primary
conponent s] .

She al so suggested that “[t] he applicant may adopt the
followng identification of goods in International C ass 9,
if accurate” (enphasis in original):

El ectronic controls for renote or |ocal nonitor

and control of material filter and separator

machi nes; electronic controls for radi o or manual

control of material screening and separator

machi nes; and el ectronic tenperature sensors.

In response to the July 8, 2003 final Ofice action,

applicant, on January 7, 2004, filed a notice of appeal, a

request for reconsideration of the final refusal, and a

Request to Divide the application.?

5 1Inthe Request to Divide, applicant requested that the mark in
the “child” application (which subsequently, upon division, was
assigned Serial No. 76976415) be regi stered on the Suppl enent al
Regi ster (not the Principal Register) for goods identified as:

C ass 7 — nachi ne conponents for use in nobile and
non-nobil e material separator machi nes adapted to be
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In the “parent” application which eventually resulted
fromthe division of the application (Ser. No. 76400174,
i nvol ved herein), the Board instituted applicant’s appeal
and remanded the application to the Trademark Exam ni ng
Attorney for review of applicant’s request for
reconsi deration of the July 8, 2003 final refusal. 1In that

request for reconsideration, applicant further traversed

nmoni tored or operated by |ocal or renpote control,
nanely, vibrating screens and decks for installation in
vi brating screens, nanely woven screen nmesh decks,
finger decks, grid bar decks, perforated plates; and
perforated plate decks; and

Cass 9 — electronic controls for renote or | ocal
nmonitor and control of nmaterial filter and separator
machi nes, sold individually or as bundled or integrated
systens, nanely, electronic controllers, electronic
conmputer nmonitors, and conputer software enbedded or for
installation in controllers of screens, nanely, ellipse
screens, woven screens, finger plates, finger decks,
grid decks, nesh decks, perforated plates; perforated
pl at e decks, and wear pl ates.

After further prosecution of the “child” application
(during which the Trademark Exam ning Attorney naintai ned
her refusal to accept the anended Class 7 identification of
goods on the ground that it was beyond the scope of the
original identification of goods), the mark eventually was
regi stered on the Supplenental Register (as Registration
No. 2974813, issued July 19, 2005) for the follow ng O ass
9 goods only:

el ectronic controls for remote or |ocal nonitor and
control of material filter and separator machi nes, sold
i ndividually or as bundled or integrated systens,
nanely, electronic controllers, electronic conputer
nmonitors, and conputer software that is enbedded in or
for installation in controllers of screens and controls
or nmonitors conponents of filtering and separating
machi nes consisting of ellipse screens, woven screens,
finger plates, finger decks, grid decks, nesh decks,
perforated plates, perforated plate decks, and wear

pl at es.
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the nmere descriptiveness refusal, and al so proposed the
foll owi ng amendnent to the identification of goods (taking
into account the Trademark Exam ning Attorney’ s suggestions
and al so the renoval of various goods to the “child”

application):

Cl ass 7 — machi ne conponents, sold separately
or sold as bundled or integrated systens, for use
in nobile and non-nobile materi al separator
machi nes adapted to be nonitored or operated by
| ocal or renpte control, nanely, valves, punps,
sensors, notors, drive tracks, track nounts,
wheel s, wheel ed bogi es, brakes, shredders, diesel
engi nes, exhaust systens consisting primarily of
mani fol ds, pipes, nmufflers; vibrating grids,
chutes, hoppers, ignition parts, nanely ignition
keys, ignition switches, ignition batteries, and
ignition starters; casting plates, tipping grids,
non- el ectroni c tenperature sensors, propul sion
units, nanely hydraulic drive notors; and
conveyors; and

Class 9 - electronic systens for renote or
| ocal nmonitor and control of material filter and
separator nmachines, sold individually or as
bundl ed or integrated systens, nanely, conputer
nmoni tors, conputer key pads, conputer displays,
conputer cursor controllers, electrica
controllers, conputer software enbedded or for
installation in an electrical controller;
el ectronic systens for radio or manual control of
mat eri al screeni ng and separator nachi nes;
el ectronic tenperature sensors.

In a March 11, 2004 Ofice action in response to
applicant’s request for reconsideration of the July 8, 2003

final refusal, the Trademark Exam ning Attorney w thdrew



Ser.

No. 76400174

the finality of her refusals and requirenents in view of

the foll ow ng new “additional issue”:

The proposed anendnent to the identification
cannot be accepted because the goods in
International Class 7 refer to goods that are not
within the scope of the identification that was
set forth in the application at the tine of filing
[i.e., “conponents for nmonitor and control of
materi al screening and separating apparatus”].
Only goods that actually control or nonitor would
be considered within the scope of the original
identification of goods. Goods that are a
conponent part of the material separator nmachines
that do not performthe function of controlling or
monitoring are outside the scope of the original
identification of goods. Wiile the identification
of goods and/or services nay be anended to clarify
or limt the goods and/or services, additions to
the identification or a broadening of the scope of
the identification are not permtted. ... Therefore
this wording should be deleted fromthe
identification.

The applicant may adopt the foll ow ng
identification of goods, if accurate:

Class 9 — Electronic systens for renote or | ocal
noni tor and control of material filter and
separator machines; sold individually or as
bundl ed or integrated systens, nanely, conputer
nmoni tors, conputer key pads, conputer displays,
conputer cursor controllers, electrica
controllers, conputer software enbedded or for
installation in an electrical controller that
controls or nonitors the functions of the
various conponents of filtering and separating
machi nes; el ectronic systens for radio or nmanual
control of material screening and separator
machi nes consisting primarily of [identify the
primary conponents of the system, and

el ectronic tenperature sensors.
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In its Septenber 13, 2004 response to this | atest
O fice action, applicant traversed the new identification
“issue” raised by the Trademark Exam ning Attorney, arguing
that its proposed anended identification of goods in fact
was W thin the scope of the original identification of
goods. Applicant nonethel ess proposed the foll ow ng

amendnment of the identification of goods:

Class 7 - machi ne conponents, sold separately
or sold as bundled or integrated systens, for use
i n nmobile and non-nobile material separator
machi nes adapted to be nonitored or operated by
| ocal or renote control, nanely, valves, punps,
sensors, notors, drive tracks, track nounts,
wheel s, wheel ed bogi es, brakes, shredders, diesel
engi nes, exhaust systens consisting primarily of
mani f ol ds, pipes, nufflers; vibrating grids,
chutes, hoppers, ignition parts, namely ignition
keys, ignition switches, ignition batteries, and
ignition starts; casting plates, tipping grids,
non- el ectroni c tenperature sensors, propul sion
units, nanmely hydraulic drive notors; and
conveyors; and

Class 9 - electronic systens for renote or
| ocal nonitor and control of material filter and
separator machi nes, sold individually or as
bundl ed or integrated systens, nanely, conputer
nmoni tors; conputer key pads; conputer displays;
conmputer cursor controllers; electrica
controllers; conputer software that is enbedded in
or for installation in an electrical controller
that controls or nonitors those conponents of
filtering and separating machi nes consi sting of
val ves, punps, sensors, notors, drive tracks,
track nounts, wheels, wheel ed bogi es, brakes,
shredders, diesel engines, exhaust systens
consisting primarily of manifolds, pipes,
muf flers; vibrating grids, chutes, hoppers,
ignition parts, nanely ignition keys, ignition
switches, ignition batteries, and ignition
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starters, casting plates, tipping grids, non-

el ectronic tenperature sensors, propulsion units,
nanely hydraulic drive notors, and conveyors;

el ectronic tenperature sensors.

The Trademark Exam ning Attorney then issued a new
final Ofice action on October 27, 2004, in which she
renewed the final refusal on the ground of nere
descriptiveness and rejected applicant’s proposed anendnent
to the identification of goods. Specifically, she found
again that all of the Class 7 goods in the proposed
anmendnent were beyond the scope of the original
identification of goods, and she found that certain of the
Class 9 goods identified in the proposed anendnent, i.e.,
“vibrating grids, chutes, hoppers, ignition parts, namnely
ignition keys, ignition switches, ignition batteries, and
ignition starts, casting plates, tipping grids, non-
el ectronic tenperature sensors, propulsion units, nanely
hydraulic drive notors, and conveyors,” were beyond the
scope of the original identification of goods. She
suggested that applicant adopt the following Cass 9
identification of goods, if accurate:

el ectronic systens for renote or |ocal nonitor and
control of material filter and separator nachines,
sold individually or as bundled or integrated
systens, nanely, conputer nonitors, conputer key

pads, conputer displays, conputer cursor
controllers, electrical controllers, and conputer

10
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software that is enbedded in or for installation
in an electrical controller that controls or

noni tors those conmponents of filtering and
separati ng machi nes, nanely, valves, punps,
sensors, notors, drive tracks, track nounts,
wheel s, wheel ed bogi es, brakes, shredders, diesel
engi nes, exhaust systens consisting primarily of
mani fol ds, pipes, nmufflers; and electronic

t emper at ure sensors.

After issuance of the new final refusal, the
application was returned to the Board and the appeal was
resunmed. Applicant filed its appeal brief on August 15,
2005, identifying, as the issues on appeal, the follow ng:
the acceptability of the Cass 7 identification of goods;
the acceptability of the Class 9 identification of goods;
the nere descriptiveness of the mark as applied to the
Cl ass 7 goods; and the nere descriptiveness of the mark as
applied to the Cass 9 goods.

The Trademark Exam ning Attorney then filed her brief
on Cctober 4, 2005. In her brief, the Trademark Exam ni ng
Attorney maintai ned her nere descriptiveness refusal as to
both cl asses of goods, as well as her contention that
applicant’s proposed Cass 7 goods and certain of its
proposed C ass 9 goods are unacceptabl e because they are

beyond the scope of the original identification of goods.

However, she also stated that applicant’s Class 9

11
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identification of goods would be acceptable if it were

anended to read:

el ectronic systens for renote or |local nonitor and
control of material filter and separator nachines,
sold individually or as bundled or integrated
systens, nanely, conputer nonitors, conputer key
pads, conputer displays, conputer cursor
controllers, electrical controllers; conputer
software that is enbedded in or for installation
in an electrical controller that controls or

noni tors those components of filtering and
separati ng machi nes consi sting of valves, punps,
sensors, notors, drive tracks, track nounts,
wheel s, wheel ed bogi es, brakes, shredders, diesel
engi nes, exhaust systens consisting primarily of
mani fol ds, pipes, nmufflers, vibrating grids,
chutes, hoppers, ignition parts, nanely ignition
keys, ignition switches, ignition batteries, and
ignition starters, casting plates, tipping grids,
non-el ectronic tenperature sensors, propul sion
units, nanely hydraulic drive notors, and
conveyors; electronic tenperature sensors.*

Applicant filed a reply brief on Novenber 14, 2005, in
which it stated that the Cass 9 identification of goods
suggested by the Trademark Exam ning Attorney in her brief
is “accurate and acceptable.” (Applicant noted that if

this Cass 9 | anguage had been suggested in the Trademark

Exam ning Attorney’ s Cctober 27, 2004 final O fice action,

* That is, the Trademark Examining Attorney contends that the
Class 9 identification of goods woul d be acceptable if applicant
were to replace the senmi-colon after the word “nufflers” with a
comma, which would nmake the itens which follow (“vibrating grids”
t hrough “conveyors”) part of the “conponents of filtering and
separating machi nes consisting of..”, rather than stand-al one
items which are beyond the scope of the original identification
of goods.

12
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appl i cant woul d have anended the application accordingly in

response thereto, prior to resunption of the appeal.)

ANALYSI S
Class 9 ldentification of Goods.

In view of the Trademark Exami ning Attorney’s
suggestion, in her brief, of an acceptable Cass 9
identification of goods, and in view of applicant’s stated
agreenent to such an anendnent, the application shall be
anmended to include the Class 9 identification of goods
suggested by the Trademark Exam ning Attorney and agreed to
by applicant. The issue of the acceptability of the d ass
9 identification of goods (i.e., whether it is beyond the
scope of the original identification of goods) is therefore

nmoot .

Class 7 ldentification of Goods.

The acceptability of applicant’s proposed Cass 7
identification of goods remains to be decided. Trademark
Rule 2.71(a), 37 CF.R 2.71(a), provides that “[t] he
applicant may anmend the application to clarify or limt,
but not to broaden, the identification of goods and/or
services.” The issue before us is whether applicant’s

| at est proposed Class 7 identification of goods, i.e.,

13
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machi ne conponents, sold separately or sold as
bundl ed or integrated systens, for use in nobile
and non-nobile materi al separator nmachi nes adapted
to be nonitored or operated by local or renote
control, nanely, valves, punps, sensors, notors,
drive tracks, track mounts, wheels, wheeled

bogi es, brakes, shredders, diesel engines, exhaust
systens consisting primarily of manifolds, pipes,
muf fl ers; vibrating grids, chutes, hoppers,
ignition parts, nanely ignition keys, ignition
swtches, ignition batteries, and ignition starts;
casting plates, tipping grids, non-electronic
tenperature sensors, propul sion units, nanely
hydraulic drive notors; and conveyors

is wthin the scope of the identification of goods as filed
in the original application, i.e., “conponents for nonitor
and control of material screening and separating
apparatus.”

The Trademark Exam ning Attorney contends that the
proposed anmendnent is an expansion of or addition to the
original identification of goods, and that it therefore is
i nperm ssi bl e under Trademark Rule 2.71(a). She argues (at
unnunbered page 10 of her brief):

The applicant’s original identification of goods
identified conmponents that “nonitor and control.”
The applicant’s current identification of goods in
International Class 7 lists goods that are to be
noni tored or controlled but do not thensel ves
performany nonitoring or controlling functions.

Al nost any el ectronic device or piece of machinery
is capable of being nonitored or renotely
controlled. To let the applicant anend the

identification to lists [sic - |ist] goods being
controll ed rather than goods performng the

14
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controlling and nonitoring function is an
i nperm ssi bl e amendnent to the identification of
goods.

She concludes that the Cass 7 goods as identified in
applicant’s proposed anmendnent nust be deleted fromthe
identification of goods.

For its part, applicant argues that the Trademark
Exam ning Attorney, in the paragraph fromher brief quoted
above, “m s-quotes the identification of goods in

applicant’s application, converting applicant’s ‘conponents

for’ to ‘conponents that “nonitor and control.”’ [Enphasis

applicant’s.] This is an inperm ssible attenpt by the
exam ning attorney to squeeze applicant’s as-filed wording
into a wording that would support the exam ner’s argunent.”
(Applicant’s Reply Brief at 5.) Applicant al so argues as

foll ows (enphasis applicant’s):

When submitting its application under § 44,
Applicant stated that it intended to use the mark
in comrerce in connection with “conponents for
noni tor and control of material screening and
separating apparatus.” To the extent that
applicant and the exam ning attorney differ in the
interpretation of what was originally intended,
the original identification was admttedly
anbi guous. Accordingly, at the suggestion and
direction of the exam ning attorney, applicant
clarified the identification of goods in
international class 7. See, Ofice Action of July
8, 2003; Request for Reconsideration, January 7,
2004.

15
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Such clarifying anendnents are permtted, so
| ong as they do not broaden inproperly the scope
of the original identification. Here, the
original (admttedly anbi guous) identification
indicated that the mark related to conponents for
monitor and control of a material screening and
separating apparatus. The identification was not,
as presuned by the exam ning attorney, limted to
t hose particul ar conponents that contain a
m croprocessor and thus actively perform
nonitoring or controlling functions. Rather, the
identification related to applicant’s intent to
use the mark in connection with technol ogy
involving a variety of conponents that applicant
has referred to on its web site collectively as
“Smart Screen technol ogy.”

(Applicant’s Reply Brief at 2-3.) Applicant further

ar gues:

On page 10, m ddl e paragraph [of the Trademark
Exam ning Attorney’ s brief, quoted above], the
exam ni ng attorney objects that

Al nost any el ectroni c device or piece of

machi nery is capable of being nonitored or
renotely controlled. To let the applicant
anend the identification to lists [sic.] goods
being controll ed rather than goods perform ng
the controlling and nonitoring function is an
i nperm ssi ble anmendnent to the identification
of goods.

Appl i cant responds that, first, it is clear from

t he suggested class 7 identification nade by the
exam ning attorney on July 8, 2003, that the

exam ning attorney at that tine considered
conponent s capabl e of being nonitored or renotely
controlled to be within the original scope of
goods. Second, the use of active verbs performng
the controlling and nonitoring is read into the
identification of goods by the examner. There is
no evidence at all that applicant ever intended to

16
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limt its identification to goods doing the
controlling, as opposed to being controll ed.

There is anple evidence to the contrary,
however. Applicant clearly considered its mark
SMARTSCREEN to relate to conponents that were
classified in international class 7, as evidenced
by the fact that applicant filed its priority
application in international class 7 for:

Class 07 — crushing and material filtering

machi nes and nmachine tools; notors and engi nes

(except for land vehicles); machine coupling

and transm ssion conponents (except for |and

vehicles); agricultural inplenments other than
hand- oper at ed; conponents for nonitoring and
controlling material filtering and separating
apparatus; control apparatus and installations
for engines, industrial machines, machine tools
and notors; conveyors; conveyors for
controlling the novenment of articles; materials
handl i ng conveyors; adjustabl e hei ght product

di scharge conveyors; cassette style hopper

conveyors; industrial conveyors; machines and

apparatus for crushing; grid decks; finger
decks; mesh decks; perforated plate decks; wear
pl ates for machi nes; perforated plates being
parts of machines for sorting materials;

pat ented casting plates; w ng extension plates;

nmobi | e machi nes adapted to operate by renote

control
GB application no. 2,292, 768.

In the paragraph bridgi ng pages 10-11 [of her
brief], the exam ning attorney dism sses
applicant’s argunents as to the inportance of the
foreign application. The foreign priority
application is an indicia of intent as to the
scope of goods intended. The priority application
was drafted by a foreign attorney to be
appropriate for examnation in a foreign
jurisdiction. It was not applicant’s intent to
narrow its scope of protection, but rather to
tailor the wording of the identification in [a]
way that, at that tinme, it thought to be
appropriate for United States exam nation. Thus,
applicant’s reference to the class 7 goods
described in GB 2,292,768, is submtted for the
pur pose of providing an objective, albeit nerely
per suasi ve, indication of the intent behind the

17
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anbi guous description [in] applicant’s original US
appl i cation.
Based on the class 7 identification suggested
by the exam ning attorney in her July 8, 2003,
office action, it is reasonable to assune that she
understood the original identification of goods to
enconpass at | east those goods within class 7.
(Applicant’s Reply Brief at 5-6.)

We have consi dered applicant’s argunents, but we are
not persuaded. First, we disagree with applicant’s
contention that the original identification of goods was
“anbi guous” on the issue of whether the identified
“conponents for nonitor and control of material screening
and separating apparatus” should be read to include only
conponents that do the nonitoring and controlling, or (as
applicant contends) it should also be read to include al
of the other conponents of the apparatus (as listed in the
proposed identification of goods) which are nonitored and
controlled. W find that “conponents for nonitor and
control of material screening and separating apparatus”
reasonably can be read only to include those conponents of
t he apparatus which do the nonitoring and controlling.

Al t hough “conponents” is indefinite because it does not
specify what the particular itens are, “conponents for

nmonitor and control” is neither indefinite nor ambi guous,

inthat it clearly limts the nature and purpose of the

18
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“conponents” to those conponents which actually performthe
nmoni toring and controlling functions.

Furthernore, we disagree with applicant’s contention
that its “intent” in drafting its identification of goods
for the original application (i.e., that the identified
“conponents” include both conponents that do the
controlling and conponents that are controlled) is rel evant
to the issue of whether the Cass 7 goods included in its
current proposed anended identification of goods are within
the scope of the original identification of goods. 1In
resolving this issue, we nust ook to the terns of the
original identification of goods, not to applicant’s
underlying intent (whether as manifested by applicant’s
foreign application or otherwi se). The purpose of the
identification of goods is to give notice to third parties
of what applicant’s goods are. Such third parties have
only the terns of the identification of goods as the basis
for making that determnation; they are not privy to
applicant’s “intent,” and applicant’s intent therefore is
irrelevant. As discussed above, we find the original
identification of goods to be unanbi guous in its coverage
of only those conponents of the apparatus that do the
controlling and nonitoring. Even assum ng that applicant

i ntended for the scope of the coverage to be broader, i.e.,

19
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to also include those conponents which are controll ed and
noni t ored, we cannot read such a broad scope of coverage
into the original identification of goods w thout

di sregarding its plain | anguage.

Finally, we are not persuaded by applicant’s
contention that, because the Trademark Exam ning Attorney
herself, earlier in the prosecution of the application,
suggested an identification of goods which included
conponents other than those which performa controlling or
noni toring function, we should deem the original
identification of goods to be anbi guous and el astic enough
to enconpass conponents which performno controlling or
nmonitoring function. The Trademark Exam ning Attorney’s
suggestion obviously was erroneous and inconsistent with
the terns of the original identification of goods, a fact
whi ch she realized, albeit belatedly, by subsequently
rejecting applicant’s proposed anendnent on the ground that
it exceeds the scope of the original identification of
goods.

In summary, we find that because the C ass 7 goods
included in applicant’s proposed anended identification of
goods are not and cannot fairly be deened to be “conponents
for nmonitor and control of material screening and

separating apparatus,” they are beyond the scope of the
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original identification of goods. Applicant’s proposed
anmendnent addi ng these Class 7 goods therefore is

prohi bited by Trademark Rule 2.71(a), and we can give the
proposed anendnent no effect. Rather, we deem applicant’s
original identification of goods, “conponents for nonitor
and control of material screening and separating
apparatus,” to be anended to include only those Cass 9
goods which are the subject of the anmendnent suggested by
the Trademark Exami ning Attorney in her brief and agreed to

by applicant inits reply brief, i.e.:

el ectronic systens for renote or |ocal nonitor and
control of material filter and separator nachines,
sold individually or as bundled or integrated
systens, nanely, conputer nonitors, conputer key
pads, conputer displays, conputer cursor
controllers, electrical controllers; conputer
software that is enbedded in or for installation
in an electrical controller that controls or

noni tors those conmponents of filtering and
separati ng machi nes consi sting of valves, punps,
sensors, notors, drive tracks, track nounts,
wheel s, wheel ed bogi es, brakes, shredders, diesel
engi nes, exhaust systens consisting primarily of
mani fol ds, pipes, mufflers, vibrating grids,
chutes, hoppers, ignition parts, namely ignition
keys, ignition switches, ignition batteries, and
ignition starters, casting plates, tipping grids,
non- el ectroni c tenperature sensors, propul sion
units, nanmely hydraulic drive notors, and
conveyors; electronic tenperature sensors.
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Mere Descri ptiveness.

We turn now to the remaining issue to be decided in
this appeal, i.e., whether applicant’s mark SMARTSCREEN i s
nmerely descriptive of the above-listed O ass 9 goods
identified in the application, as anended.

A termis deened to be nerely descriptive of goods or
services, within the neaning of Trademark Act Section
2(e)(1), if it forthwith conveys an i medi ate i dea of an
ingredient, quality, characteristic, feature, function,
pur pose or use of the goods or services. See, e.g., Inre
Gyul ay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987), and
In re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215,
217-18 (CCPA 1978). A termneed not imedi ately convey an
i dea of each and every specific feature of the applicant’s
goods or services in order to be considered nerely
descriptive; it is enough that the term descri bes one
significant attribute, function or property of the goods or
services. See Inre HUD. D L.E, 216 USPQ 358 (TTAB
1982); In re MBAssoci ates, 180 USPQ 338 (TTAB 1973).

Whether a termis nmerely descriptive is determ ned not
in the abstract, but in relation to the goods or services
for which registration is sought, the context in which it
is being used on or in connection with those goods or

services, and the possible significance that the termwould
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have to the average purchaser of the goods or services
because of the manner of its use. That a term may have

ot her neanings in different contexts is not controlling.
In re Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979).
Moreover, it is settled that “[t]he question is not whether
soneone presented with only the mark coul d guess what the
goods or services are. Rather, the question is whether
soneone who knows what the goods or services are wll
understand the mark to convey information about them” In
re Tower Tech Inc., 64 USPQRd 1314, 1316-17 (TTAB 2002).
See also In re Patent & Trademark Services Inc., 49 USPQd
1537 (TTAB 1998); In re Hone Buil ders Association of
Geenville, 18 USPQ2d 1313 (TTAB 1990); and In re Anerican
G eetings Corporation, 226 USPQ 365 (TTAB 1985).

The evidence of record includes a printout of pages
fromapplicant’s website, nade of record by the Trademark
Exam ning Attorney with her July 8, 2003 Ofice action,
whi ch provide information regardi ng applicant’s goods.

Typi cal text appearing on this website includes the

f ol | owi ng:
Metso M nerals |aunches a new nobil e screen, the
Nor dberg ST351 with revol utionary Smart Screen™
technol ogy, at Intermat 2003 in Paris.

Smart Screen™refers to an intelligent controller
in the Nordberg ST351 that nonitors and adj usts
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the screen automatically to achieve optinmum
screening results. The controller maintains
maxi mum screening efficiency by controlling the
feed rate and screen performance. It also
controls start-up and shut-down processes, while
carefully nonitoring all the key functions and
conponents of the screen to ensure |ongevity and
reliability.

Wth the Nordberg ST171, Metso M nerals

i ntroduces the revol utionary Smart Screen™
technol ogy. The new ST171 is the first really
intelligent nobile screen in the market with the
ability to nonitor its performance and adj ust
itself continuously for the nost effective
Screeni ng process.

By just pushing one button, the ST171 starts the
whol e screeni ng process. The new Intelligent
Controller 1C300 supervises and adjusts the unit
automatically for optimum screening results,
dependi ng on conditions and materials. In
addition, it carefully nonitors all the key
functions and conmponents of the unit to insure

| ongevity and reliability. Using the interactive
di splay, you can easily converse with the unit
and view the conpl ete operation.

We take judicial notice that “screen” is defined, in

pertinent part, as follows: *“a perforated plate, cylinder,

or simlar device or a neshed wire or cloth fabric usu.

mounted on a frane and used to separate coarser fromfiner

parts or to allow the passage of smaller portions while

preventing that of larger.” Wbster’s Third New

International Dictionary of the English Language Unabri dged

24



Ser. No. 76400174

(1993) at p. 2040.° That the “material filter and
separator machi nes” specified in applicant’s identification
of goods are, in function and in fact, “screens,” is
clearly shown by applicant’s repeated reference to its
products as “screens” on its website. See, e.g., “Metso
M neral s | aunches a new nobile screen...”; “The new ST171
is the first really intelligent nobile screen in the
market...” W thus find that SCREEN is nerely descriptive
of applicant’s goods; the identified goods are indeed
conponents of applicant’s “material filter and separator
machines,” i.e., screens. That the |isted conponents

t hensel ves are technically not “screens” is of no nonent;
the word SCREEN i nmedi ately describes the product or
machi ne of which the |isted conponents are an integral
part.

The Anerican Heritage Dictionary of the English

Language (3d ed. 1992) defines “smart,” in pertinent part,

as “of, relating to, or being a highly autonated device,
especially one that imtates human intelligence.” The
Board has repeatedly found and held that the word “smart”
is merely descriptive of goods which are conputer-aut omat ed

or -controlled. See In re Finisar Corp., 78 USPQRd 1618

®> The Board may take judicial notice of dictionary definitions.
See University of Notre Dame du Lac v. J.C. CGournet Food Inports
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(TTAB 2006) (SMARTSFP nerely descriptive of optica
transceivers); In re Tower Tech Inc., supra (SMARTTOAER
nmerely descriptive of commercial and industrial cooling
towers and accessories therefor, sold as a unit); and In re
Cryonedi cal Sciences Inc., 32 USPQd 1377 (TTAB

1994) (SMARTPROBE nerely descriptive of disposable
cryosurgi cal probes).

Applicant’s website shows that the term“smart” is
merely descriptive of a key feature or characteristic of
applicant’s goods; it immediately infornms purchasers that
the identified conponents allow applicant’s “materi al
filter and separator machines” to be “smart,” i.e.,
el ectronically automated, nonitored and controll ed by
conputer. See, e.g., “SmartScreen™refers to an
intelligent controller in the Nordberg ST351 that nonitors
and adjusts the screen automatically to achieve optinum
screening results”; “The new ST171 is the first really
intelligent nobile screen in the market with the ability to
monitor its performance and adjust itself continuously for
the nost effective screening process”; “The new Intelligent

Controll er 1C300 supervises and adjusts the unit

Co., 213 USPQ 594 (TTAB 1982), aff’'d, 703 F.2d 1372, 217 USPQ 505
(Fed. Cir. 1983).
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automatically for opti mum screening results, depending on
conditions and materials.”

Applicant argues that its website establishes, at
best, that only one particul ar conponent of applicant’s

machines, i.e., the “intelligent controller,” is controlled
by a mcroprocessor and is therefore “smart.” Applicant
contends that, as a result of applicant’s division of the
application (see discussion, supra), the goods identified
as “electronic controllers” have been renoved fromthe
present application and no | onger formpart of the
identification of goods, such that “smart” does not
describe any of the identified goods.

We are not persuaded by this argunent. The goods
identified in the application as “el ectronic systens for
remote or local nonitor and control of material filter and
separator nmachines, sold individually or as bundled or
i ntegrated systens, nanmely, conputer nonitors, conputer key
pads, conputer displays, conputer cursor controllers,
el ectrical controllers” are thensel ves the conponents that
make applicant’s screening nmachines “smart,” and SMART
nmerely describes this feature of the goods. Simlarly, the
goods identified as “conputer software that is enbedded in

or for installation in an electrical controller that

controls or nonitors” the other conponents of applicant’s

27



Ser. No. 76400174

filtering and separating nmachines are an integral part of
what makes applicant’s screens “smart.” See In re Tower
Tech Inc., supra (SMARTTONER nerely descriptive even if
there are no mcroprocessors within the shell of the

t ower).

In addition to finding that both SMART and SCREEN are
nmerely descriptive of applicant’s goods, we also find that
the conposite SMARTSCREEN is nerely descriptive of the
goods. It is apparent that the two words do not | ose their
nmerely descriptive significance by being joined together,
nor does the conposite itself result in a unique or
di stinctive neaning which differs fromthe neanings of the
wor ds consi dered separately. The identified goods are
conponents of a “smart screen,” i.e., a screen which is
automated and controlled by conputer. SMARTSCREEN nerely
describes this feature of the goods. Cf. In re Gould Paper
Corp., 834 F.2d 1017, 5 USPQ2d 1110 (Fed. Cir.

1987) (SCREENW PE generic for "pre-noistened, anti-static

cloth for cleaning conputer and tel evision screens”).

CONCLUSI ON
In sunmmary, we find that the C ass 7 goods contai ned
in applicant’s | atest proposed anendnent to the

identification of goods are inperm ssibly beyond the scope
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of the original identification of goods, and that the
proposed anmendnent therefore cannot be entered. The
identification of goods in the application is anended,
however, to incorporate only the Cass 9 goods as suggested
in the Trademark Exam ning Attorney’s brief and as accepted
by the applicant in its reply brief.

We further find that applicant’s mark SMARTSCREEN i s
merely descriptive of the Cass 9 goods identified in the

application, as anended.

Deci sion: The Section 2(e)(1) refusal is affirned,

and the refusal based on the requirenent to anend the

identification of goods in Class 7 is affirned.
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